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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

NAC Harmonic Drive, Inc., 

                                  Opposer, 

 

                       v. 

 

Harmonic Drive L.L.C, 

                                 Applicant 

 

) 

) 

) 

) 

) 

) 

) 

) 

 

 

 

 

          Opposition No. 91190278 

 

REPLY IN SUPPORT OF APPLICANT’S MOTION FOR SUMMARY JUDGMENT 

 

I. Introduction 

 Applicant alleges three reasons of material fact which are at issue, and 

therefore, implicitly agrees that all other material facts at issue are in 

agreement.  Opposer reiterates statements made in the motion and adds the 

following in Response to rebut Applicant’s position. 

 

II. TMEP § 14.09 Supports Opposer’s Position, Not Applicant’s 

 A. Summary of Facts 

 On page 3 of Applicant's Response, Applicant states that Walton Musser 

coined the term "HARMONIC DRIVE" to refer to United Shoe Machinery's (USM) 

products, USM being "a predecessor of Harmonic Drive Technologies." However, 

on page 11, Applicant states regarding U.S. Registration No. 1,540,128, 

"Opposer has neglected to acknowledge TMEP section 1402.09" permitting use 

of one's own registered mark in a trademark application.  This TMEP section 

actually supports Opposer and Applicant has implicitly admitted that it has 

used the mark in the generic sense for 18 years.     

 



 Opposer’s statement that “"[F]rom about 1988 until about 2005, two 

entirely separate entities, Harmonic Drive Technologies and HD Systems, Inc. 

advertised and sold ‘harmonic drive’ products” is uncontroverted and without 

dispute.  HD Systems, Inc. was formerly known as “Harmonic Drive Systems, 

Inc.” in the United States and is still so known in Japan (see HD Systems, Inc. 

brochure, Exhibit C). For ease of reference, the companies are referred to below 

as follows: 

 

 Company A:  HD Systems, Inc. (Japan/US-based, aka. Harmonic 

Drive Systems, Inc.); 

  Company B:  Harmonic Drive Technologies (US-owned); and 

 Company AB: Applicant, Harmonic Drive, LLC, comprising above 

companies. 

  

 The '128 mark was filed by Company A in 1987, by yet, Company AB 

(having the knowledge and history of both Company A and B) states clearly on 

page 3 of it’s Response that it was Company B’s term for it’s products!  The 

subsequent merger into AB would not take place for another 18 years.  Thus, 

as the trademark records show and as Applicant has all but outright admitted, 

Applicant (AB) has itself generically used the subject-mark for 18 years, as 

evidenced by it’s own trademark application for Company A.   Contrary to 

Applicant’s seeming contention, the merger 18 years later does not retroactively 

change 18 years of generic use by Applicant itself! 

  

 B. Applicant Should be Estopped from Now Arguing that “Harmonic 

Drive” is Anything Other than Generic 

  TMEP section 14.09 further states: 

If a trademark or a service mark that is registered to an entity 
other than the applicant is used in the identification of goods or 
services, the examining attorney should require that it be deleted 
and that generic wording be substituted. (citing Camloc Fastener 
Corp. v. Grant, 119 USPQ 264, 265 n.1 (TTAB 1958).) 



 

 It should be abundantly clear that Applicant, in its predecessor form 

filed, received, and benefited from trademark protection for “harmonic drive” 

goods.   Again, Walt Musser’s company, USM and it’s successor, Company B, 

did nothing to object while HD Systems, Inc., Company A, a competitor used  

“harmonic drive” generically in it’s description of goods of their trademark, and 

further used it as their company name.  Now, this same competitor who called 

itself by the generic name subject to this proceeding, and used the name 

generically in it’s description of goods in it’s mark and literature in 1987 and 

thereafter, has reversed course 180 degrees and is now alleging the mark it 

registered wasn’t generic based on a merger 18 years after the fact.  In 

accordance with well settled precedent (see Speckman v. City of Indianapolis, 

540 N.E.2d 1189, 1191 (Ind. 1989)) Applicant should be estopped from now 

arguing contrary to its previous position and the position of the USPTO.  The 

Summary Judgment motion should be affirmed. 

 

 C. Applicant’s Other Marks 

 Applicant's ownership of other marks is not in dispute, and respectfully, 

is of little relevance.  Of the five marks cited, two are suspended and two are for 

logo-type marks which have an entirely different commercial impression and 

might still be eligible for registration registerable for other considerations, 

though this is beyond the scope of the issues of the case.  (See, for example 

TMEP §1207.01, 1207.01(b) discussing overall commercial impression, 

differences in sight, sound, and appearance, etc.)   

 

II. Applicant’s Present Application for “Harmonic Drive” is Fraudulent 

 Still further, and based at least in part on Applicant’s admission in its 

Response that it claims ownership to the ‘128 mark, and referring back to 

Opposer’s pleading, Applicant’s filing is fraudulent.  In Schwartz International 

Textiles, Ltd. v. Federal Trade Com., 289 F.2d 664, 669, 129 USPQ 268, 260 

(CCPA 1961), it was established that registration of a generic name when it is 



known that others have rights to use the name is fraud.  Even if Applicant's 

merely legalistic argument regarding genus vs. species is viewed as a genuine 

issue of material dispute (which Opposer will argue it is not), Applicant has put 

on record that each of its two predecessor companies, that is, each of two 

competitors, had rights to use this generic name.  USM had rights, allegedly by 

way of coining and being the first to use the term harmonic drive, and HD 

Systems, Inc. by generic use thereof, as shown by registering a mark with 

generic use of ‘harmonic drive’ in it’s list of goods.  Opposer knows of no case 

law where merger of competitors extinguishes or changes the generic nature of 

a mark, and in fact, even Walt Musser’s company used the name generically in 

the claims of its own patents (Exhibit P).  Even if there were no others using 

the mark generically (which, of course, there are, e.g., the United States Army, 

see Exhibit Q), the mark is still generic and registration of the present mark 

when others have rights to the name is fraud.  Again, the Summary Judgment 

motion should be affirmed for this reason alone.  

 

III. There is No Material Dispute that “Harmonic Drive” is the Genus of 

the Goods of the Application 

 Applicant’s argument that there is a material dispute with regards to a 

harmonic drive being a species is disingenuous.  As Applicant admits on page 

3, Walton Musser invented strain wave gearing and coined the term "harmonic 

drive" to “refer to USM’s products.” As indicated by Exhibit N attached hereto, a 

true and accurate copy, obtained by the undersigned on the date written 

thereon, of waltmusser.org operated by the Applicant, these “products” were 

and are all strain wave gearing products. Applicant does not and cannot in 

good faith argue that Opposer’s characterization of the strain wave gearing as a 

“gear drive” is incorrect, and instead, attempts to rephrase the “question” as to 

where Opposer’s analysis should have been.  It is abundantly clear, based on 

the evidence, that "harmonic drive" is a genus of each of the goods listed in 

Applicant’s application.  There is no legitimate dispute of material fact 

regarding this issue. 



 

IV. Rebuttal to Objections of Introduction of Evidence 

A. Voluminous Records 

 Opposer has attached partial trademark histories, a list of patents which 

use the name “harmonic drive” as a generic name, excerpts from books, and 

abstracts of journal articles and scientific publications.  Applicant objects to 

the introduction of this evidence.  However, Fed. R. Evid. 1006 states that 

entrance of such evidence in the form of “a chart, summary, or calculation” is 

permissible.  Further, at least the patents and trademark histories fall under 

Fed. R. Evid. 803(8)(B) for "Records, reports, statements, or data compilations, 

in any form, of public offices or agencies, setting forth . . . (B) matters observed 

pursuant to duty imposed by law as to which matters there was a duty to 

report . . ."   Thus, the evidence submitted is permissible.    

 

B. Samples of the More than 800 Patents Cited 

 Having stated the above, Applicant is attaching samples of patents to 

further show that former and present owners of patents for “harmonic drives” 

have used the name generically for the past 50 years.  These include Exhibit O 

- U.S. Patent 3,214,999 assigned to the U.S. Army, Exhibit P - U.S. Patent 

6,026,711 assigned to Harmonic Drive Technologies, and Exhibit Q - U.S. 

Patent 5,772,008.  It is inescapable, based on the voluminous evidence that, in 

fact, the USPTO, US Army, and hundreds of inventors, text book authors, and 

vendors are not all engaging in misuse.  Rather, the overwhelming evidence 

points to the fact that "harmonic drive" is generic.   

 

 C. Evidence May be Authentic Per Se 

 Applicant has objected to almost all of Opposer’s evidence, by in large, on 

grounds that it is not verified and makes no allegation of untruthfulness of any 

of the evidence provided.  Rather than delay this motion further, Opposer is 

concurrently serving Requests for Admission on Applicant and also argues as 

follows.  Under the Federal Rules of Evidence, specifically, Fed. R. Evid 901(a), 



authentication is shown by submitting “evidence sufficient to support a finding 

that the matter in question is what its proponent claims.”  Applicant’s 

Response does not claim that any of Opposer’s evidence is not what it purports 

to be, and therefore, Applicant’s objections in this regard should not be 

sustained.  See also Maljack Prods., Inc. v. GoodTimes Home Video Corp., 81 

F.3d 881, 889 n.12 (9th Cir. 1996) (In summary judgment proceeding, “[t]he 

district court did not err in considering the documents as indicators of MPI’s 

motivation, however; MPI produced the documents to GoodTimes, many of the 

documents were on MPI letterhead and MPI does not contest their 

authenticity.”)   

 

 Further, Fed. R. Evid 901(b)(4) states, “[d]istinctive characteristics and 

the like” such as “appearance, contents, substance, internal patterns, or other 

distinctive characteristics, taken in conjunction with circumstances” is 

sufficient.  Chavez v. Thomas & Betts Corp. , 396 F.3d 1088, 1101 (10th Cir. 

2005) held that even without any evidence of authentication, evidence with 

distinctive characteristics was admissible.  Thus, a screenshot of Applicant’s 

website and copies of advertising material with distinctive features (name, 

addresses, logo, etc.) of Applicant are clearly distinctive as being from 

Applicant.  So too are the textbooks with copyright page and excerpts, as are 

trademark histories, screenshots of Encyclopedia Britannica articles and 

others, as well as patents, trademark histories, textbooks with cover and 

copyright page, etc, distinctive in appearance, contents, substances, and so 

forth.   Thus, the objections based on verification or authentication of Applicant 

is unfounded according to Fed. R. Evid 901.  In the alternative, the court may 

take judicial notice of much of the evidence. 

 

 Finally, where Applicant argues that it is questionable whether certain 

documents are obtainable in the United States, respectfully, such documents 

were authenticated by the undersigned and the undersigned further declares 

that he is in the United States. 



 

 

CERTIFICATE OF SERVICE 

 

 

I hereby certify that a true copy of the foregoing OPPOSER’S REPLY IN SUPPORT OF 

MOTION FOR SUMMARY JUDGMENT  was served this 22nd day of March 2010 by via 

Federal Express, postage prepaid, on: 

 

       Bassam N. Ibrahim 

       S. Lloyd Smith 

       Attorneys for Applicant 

       Buchanan Ingersoll, P.C. 

       1737 King Street, Suite 500 

       Alexandria, VA  22313-1404 

       (703) 836-6620 

 

 

 

              

       Michael J. Feigin, Esq. 

   

 

 



 
 

Exhibit N 



C. Walton Musser's Development of

Harmonic Drive Gearing

C. Walton Musser studied and researched non-rigid body mechanics using controlled deflection as
an operating medium. Thus, the basic principle of the Harmonic Drive was first announced in 1957.
Patent Number 2,906,143 which covers a " ... motion transmitting mechanism," listed the applicant
as C. W. Musser. This makes Walton Musser the inventor of Harmonic Drive wherein he developed
a new family of drive systems achieve high mechanical leverage by generating a traveling deflection
wave in a flexing spline element.
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